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PATENT MARKING



35 U.S. Code § 271 (a)

Patentees, and persons making, offering for sale, or selling within the United 
States any patented article for or under them, or importing any patented article 
into the United States, may give notice to the public that the same is 
patented, either by fixing thereon the word "patent" or the abbreviation "pat.", 
together with the number of the patent…
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35 U.S. Code § 271 (a) (AIA addition)

•

…or by fixing thereon the word 'patent' or the abbreviation 'pat.' together with an 
address of a posting on the Internet, accessible to the public without charge 
for accessing the address, that associates the patented article with the number of 
the patent…
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Virtual Patent Marking: P＆G
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Virtual Patent Marking: P＆G
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Virtual Patent Marking: P＆G
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35 U.S.C.§271 (a): Packaging

•

…or when, from the character of the article, this can not be done, by 
fixing to it, or to the package wherein one or more of them is contained, a 
label containing a like notice. 
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Virtual Patent Marking: Boston Scientific
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Virtual Patent Marking: Japanese Companies
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35 U.S. Code § 271 (a): Effects

•

In the event of failure so to mark, no damages shall be recovered by 
the patentee in any action for infringement, except on proof that the 
infringer was notified of the infringement and continued to infringe 
thereafter, in which event damages may be recovered only for infringement 
occurring after such notice. Filing of an action for infringement shall 
constitute such notice. 
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“Actual Notice” requires “affirmative communication of a specific 
charge of infringement by a specific accused product or device,” 
regardless of how the accused infringer may have interpreted a 
communication about potential infringement. 

See Amsted Indus. Inc. v. Buckeye Steel Castings Co. (Fed. Cir. 1994)



35 U.S. Code § 271 (a): Effects

•
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35 U.S. Code § 286 ...no recovery shall be had for any infringement committed 
more than six years prior to the filing of the complaint or counterclaim for 
infringement in the action. 
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Merits of of Patent Marking

Completes the prosecution of US patent rights 

Deterring effect by the constructive notice

Effective licensing and cross-licensing 

Business Promotion (product/technology)
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Demerits of Patent Marking

False Marking is no longer a major issue
35 U.S.C. § 292(c): The marking of a product, in a manner described in subsection (a), with matter 
relating to a patent that covered that product but has expired is not a violation of this section. 
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 Initial cost and efforts 

Continuous effort for updating/time stamping/                 
licensee management

 Information disclosure



Your CLE Credit Information

For ALL attorneys seeking CLE credit for 
attending this webinar, please write down the 
alphanumeric code on the right >>
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that will appear in a new browser tab after you 
exit out of this webinar.
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PATENT MARKING IN 
LITIGATION



Association: Patent List

[W]ebsite itself must do more than 
simply list the patentee's patents.

Simply listing all patents that could 
possibly apply to a product or all 
patents owned by the patentee 
merely creates a research project for 
the public, as opposed to giving 
public notice.

See Mfg. Res. Int'l v. Civiq Smartscapes (D. 
Del. 2019)
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Method Claim v. Apparatus Claim 

If the patentee asserts both apparatus and method claims, 
then the marking requirement needs to be met. 

See Am. Medi. Sys., Inc. v. Medical Engineering Corp. (Fed. Cir. 1993) 

If the patentee asserts only method claim in a patent that 
includes both apparatus and method claims, marking 
requirement need not be met. 

See Crown Packaging Tech. Inc. v. Rexam Beverage Can Co. (Fed. Cir. 2009) 

•

1 

18



Licensor’s Obligation

[Marking] must be substantially consistent and continuous in order 
for the party to avail itself of the constructive notice provisions of the 
statute.

[W]hen others than the patentee are involved in sales to the public, a ‘rule 
of reason’ is applied, consistent with the purpose of the constructive 
notice provision to encourage patentees to mark their products in 
order to provide notice to the public of the existence of the patent and to 
prevent innocent infringement.

See Am. Med. Sys., Inc. v. Med. Eng. Corp., (Fed. Cir. 1993) 

•

2  
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Patentee’s Obligation

The notice requirement to which a patentee is subjected cannot be 
switched on and off as the patentee or licensee starts and stops making 
or selling its product. 
[U]nmarked products remain on the market, incorrectly indicating to the 
public that there is no patent, while no corrective action has been taken by 
the patentee. Confusion and uncertainty may result. 
Thus, once a patentee begins making or selling a patented article, 
the notice requirement attaches, and the obligation imposed by § 287 is 
discharged only by providing actual or constructive notice.

See Arctic Cat Inc. v. Bombardier Recreational Products Inc. (Fed. Cir. 2020)
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Ortiz & Associates Consulting v. Visio Inc.
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 N.D. Tx. Nov. 2023
 Dismissing patent litigation case with prejudice due to lack of 

damages (i.e. failing to plead facts sufficient to state a claim 
for relief under Rule 12(b)(6))
 12(b)(6) dismissal was based on failure to comply with the 

patent marking statute. The parties agreed that the asserted 
patent had expired and the NDTX Court dismissed pre-suit 
damages due to lack of marking of licensed products



Ortiz & Associates Consulting v. Visio Inc.

• The patentee must make reasonable efforts to ensure its 
licensees comply with marking requirements of the marking 
statute… In a patent infringement suit, patentees 
bear the burden of pleading compliance with the 
marking statute.
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Ortiz & Associates Consulting v. Visio Inc.

• Ortiz does not itself sell products that need to be marked, nor 
are any formal licensing agreements alleged. Nevertheless, 
VIZIO contends that Ortiz is subject to the marking statute 
because its previous dismissals with prejudice of suits 
against manufacturers selling products that allegedly infringe 
on the Asserted Patents constitute licenses by operation 
of law, meaning those products should be marked pursuant to 
section 237(a).
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Ortiz & Associates Consulting v. Visio Inc.

• VIZIO argues these voluntary dismissals with prejudice 
function as licenses to the Asserted Patents for use in the 
products at issue in those suits. The Court agrees. In the 
patent context, a license has been “described as a mere 
waiver of the right to sue by the patentee.” Further, the 
Federal Circuit has “on numerous occasions explained that a 
non-exclusive patent license is equivalent to a covenant not 
to sue[.]”
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Ortiz & Associates Consulting v. Visio Inc.
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THE INVENTION (May 2023)
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Introduction Campaign
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